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DETAILED ACTION 

1 . The following is a first, non-final Office Action on the merits. Claims 1-38 are 
pending. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claims 1 & 24 recite the limitation "method/system for enabling an auction buyer 
to submit a bid" in the preamble of these claims. It is not clear how the objective of 
submitting a bid in an auction is performed by implementing the steps of the claim. The 
last limitation "identifying, in the computer system and from the data regarding the 
identity of the auction buyer and the identity of the form, a bid transaction" does not 
guarantee that submitting a bid in an auction is actually performed. Hence the scope of 
the claims remains unclear. 

Claims 2-23 depend from claim 1 and therefore contain the same deficiency. 
Claims 25-38 depend from claim 24 and therefore contain the same deficiency. 

4. Claims 1-3, 6, 8, 11, 14, 24-26, & 33 recite a "sensing device". This recitation 
interpreted in its broadest sense could mean any sensing device such as a barcode 
scanner. Applicant's Specification recites "optically imagining pen" on page 1 1 , line 26. 
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5. As per claims 18 & 34, various "means for" are claimed, but there is no support 
for their corresponding structure in the specification, as required by § 1 12, 6th 
paragraph. The Examiner requests Applicant to either particularly point out the 
corresponding structures in the specification or remove the "means for" language. 

Claim 19 depends from claim 18 and therefore contains the same deficiency. 
Claims 35 & 38 depend from claim 34 and therefore contain the same 
deficiency. 

6. The preamble of claim 1 recites "A method of enabling an auction buyer to 
submit a bid "Enabling" is not a positive recitation. The preamble would be better 
recited as "A method of submitting a bid by an auction buyer 

Claim 24 contains the same deficiency. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 1-38 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1-38 are drawn to a method and system for allowing an auction buyer to 
submit a bid and printing the form on demand. It is unclear how the objective of 
allowing an auction buyer to submit a bid is achieved in the claims. In fact, claims 1 & 
24 do not contain a limitation which expressly claims the action of submitting a bid in an 
auction. As such the claimed invention is directed to a judicial exception under 35 
U.S.C. §101 (i.e. an abstract idea, natural Phenomenon, or law of nature) and is not 
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directed to a practical application of such judicial exception because the claims do not 
require any physical transformation and the invention as claimed does not produce a 
useful, concrete, and tangible result. 

Useful- must be specific, substantial and credible and specifically recited 
in the claim. If the claim is broad enough to not require a practical application, it must be 
rejected. 

Tangible- must be some "real-world" result, not abstract. 

Concrete - must have a result that can be substantially repeatable or the 
process must substantially produce the same result again. Claim 1 does not produce 
tangible results, but merely determinations. These determinations might remain entirely 
inside the mind of the person doing the determining. These results are not tangible and 
are rejected. 

Similarly printing an auction form on demand does not produce a real-world 
result unless further action is taken. Movement of the sensing device relative to the form 
also fails to produce a real world-result without further action. The parameter being an 
action parameter is mentioned in claim 4. Furthermore, Claims 1-38 do not necessarily 
affect the physical world. They lack a tangible and concrete result, and are rejected as 
non-statutory subject matter. 

The Court of Appeals for the Federal Circuit issued opinions in State Street Bank 
& Trust Co. v. Signature Financial Group Inc., 149 F. 3d 1368, 47 USPQ2d 1596 (Fed. 
Cir. 1998) and AT & T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50 
USPQ2d 1447 (Fed. Cir. 1999). These decisions explained that, to be eligible for patent 
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protection, the claimed invention as a whole must accomplish a practical application. 
That is, it must produce a "useful, concrete and tangible result." State Street, 149 F.3d 
at 1373-74, 47 USPQ2d at 1601 02. To satisfy section 101 requirements, the claim 
must be for a practical application of the 101 judicial exception, which can be identified 
in various ways: (a) the claimed invention "transforms" an article or physical object to a 
different state or thing, (b) The claimed invention otherwise produces a useful, concrete 
and tangible result, based on the factors discussed below. 

The USPTO's official interpretation of the utility requirement provides that the 
utility of an invention has to be (i) specific, (ii) substantial and (iii) credible. See MPEP § 
2107. The utility of at least one parameter relating to a bid transaction is unclear 
because there is no assurance that this will result in the submission of an action bid. 

The tangible requirement does require that the claim must recite more than a § 
101 judicial exception, in that the process claim must set forth a practical application of 
that § 101 judicial exception to produce a real-world result. Benson, 409 U.S. at 71-72, 
175 USPQ at 676-77 (invention ineligible because had "no substantial practical 
application"). It is not clear as to what tangible result is produced by implementing the 
steps of the claim especially since there is no guarantee that implementing the steps of 
the claims will result in the performance of submitting a bid in an auction. 

For an invention to produce a "concrete" result the process must have a result 
that can be substantially repeatable or the process must substantially produce the same 
result again. In re Swartz, 232 F.3d 862,864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) 
(where asserted result produced by the claimed invention is "irreproducible" the claim 
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should be rejected under section 101). The opposite of "concrete" is Unrepeatable or 
unpredictable. 

There is no useful, concrete and tangible result produced from implementing the 
steps of the claimed invention. The dependent claims are rejected for the same reason 
and by way of dependency on a rejected independent claim. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 



Application/Control Number: 10/685,584 Page 7 

Art Unit: 3691 

be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claims 1-38 are rejected on the ground of nonstatutory double patenting over 
claims 1-31 of U. S. Patent No. 7,162,442 ("442") since the claims, if allowed, would 
improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: 

As per claim 1, 442 teaches a method of enabling an auction buyer to submit a 
bid, the method including the steps of: 

providing the auction buyer with a form including coded data indicative of an 
identity of the form; 

receiving, in a computer system, data from a sensing device regarding an identity 
of the auction buyer and regarding the identity of the form, the sensing device 
containing the data regarding the identity of the auction buyer and sensing the data 
regarding the identity of the form using at least some of the coded data; and 

identifying, in the computer system and from the data regarding the identity of the 
auction buyer and the identity of the form, a bid transaction (See claims 1 & 19). 
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As per claim 2, 442 teaches the coded data is also indicative of at least one 
parameter of the bid transaction, and the method includes receiving, in the computer 
system, indicating data from the sensing device regarding said at least one parameter 
of the bid transaction, the sensing device sensing the indicating data using at least 
some of the coded data (See claim 1 ). 

As per claim 3, 442 teaches receiving, in the computer system, data from the 
sensing device regarding movement of the sensing device relative to the form, the 
sensing device generating data regarding its own movement relative to the form (See 
claim 1). 

As per claim 4, 442 teaches the parameter is an action parameter of the bid 
transaction, the method including effecting, in the computer system, an operation in 
respect of the action parameter (See claim 2). 

As per claim 5, 442 teaches the action parameter of the bid transaction is 
selected from the group comprising: 

requesting the subcategories contained in an auction category, requesting the 
auction listings contained in an auction subcategory, searching auction listings, 
requesting the details of an auction item listing, sending e-mail to the seller of an item, 
requesting a bid history related to an item, requesting a list of leading bidders related to 
an item, and placing a bid (See claim 3). 

As per claim 6, 442 teaches the parameter is an option parameter of the bid 
transaction, the method including identifying, in the computer system, that the auction 
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buyer has entered a hand-drawn mark by means of the sensing device and effecting, in 
the computer system, an operation associated with the option parameter (See claim 4). 
As per claim 7, 442 teaches the option parameter is associated with at least 

one of: 

requesting the subcategories contained in an auction category, requesting the 
auction listings contained in an auction subcategory, searching auction listings, 
requesting the details of an auction item listing, sending e-mail to the seller of an item, 
requesting a bid history related to an item, requesting a list of leading bidders related to 
an item, placing a bid, a search results limit, and a search category specification (See 
claim 5). 

As per claim 8, 442 teaches the parameter is a text parameter of the bid 
transaction, the method including identifying, in the computer system, that the auction 
buyer has entered handwritten text data by means of the sensing device and effecting, 
in the computer system, an operation associated with the text parameter (See claim 6). 

As per claim 9, 442 teaches converting, in the computer system, the 
handwritten text data to computer text (See claim 7). 

As per claim 10, 442 teaches the text parameter is associated with at least one 

of: 

a name of the auction buyer, auction item search text, and a bid amount (See 
claim 8). 

As per claim 11, 442 teaches the parameter is an authorization parameter of the 
bid transaction, the method including identifying, in the computer system, that the 
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auction buyer has entered a handwritten signature by means of the sensing device and 
effecting, in the computer system, an operation associated with the authorization 
parameter (See claim 9). 

As per claim 12, 442 teaches verifying, in the computer system, that the 
signature is that of the auction buyer (See claim 10). 

As per claim 13, 442 teaches the authorization parameter is associated with 
authorization of at least one of: 

placing a bid, and payment for a successful bid (See claim 11). 

As per claim 14, 442 teaches the parameter is a picture parameter of the bid 
transaction, the method including identifying, in the computer system, that the auction 
buyer has entered a hand-drawn picture by means of the sensing device and effecting, 
in the computer system, an operation associated with the picture parameter (See claim 
12). 

As per claim 15, 442 teaches the picture parameter is associated with a picture 
of a listed item (See claim 13). 

As per claim 16, 442 teaches the form contains information relating to at least 

one of: 

terms of an item auction, a description of an item being listed for auction, 
categories in which an item can be listed, subcategories in which an item can be listed, 
a number of items in a subcategory, a title of an item listing, and an identification 
number of a listed item (See claim 14). 

As per claim 17, 442 teaches printing the form on demand (See claim 15). 



Application/Control Number: 10/685,584 Page 1 1 

Art Unit: 3691 

As per claim 18, 442 teaches printing the form on a surface of a surface- 
defining means and, at the same time that the form is printed, printing the coded data 
on the surface (See claim 1). 

As per claim 19, 442 teaches printing the coded data to be substantially invisible 
in the visible spectrum (See claim 1 ). 

As per claim 20, 442 teaches retaining a retrievable record of each form 
generated, the form being retrievable using its identity as contained in its coded data 
(See col. 37, lines 15-18). 

As per claim 21 , 442 teaches distributing a plurality of the forms using a 
mixture of multicast and pointcast communications protocols (See claim 16). 

As per claim 22, 442 teaches providing all required information relating 
to the bid transaction in the form to eliminate the need for a separate display device 
(See claim 18). 

As per claim 23, 442 teaches the form is printed on multiple pages and in which 
the method includes binding the pages (See claim 19). 

Claims 24-29 recite equivalent limitations to claims 1-6, respectively, and are 
therefore rejected using the same art and rationale set forth above. 

Claim 30 recites equivalent limitations to claim 10 and is therefore rejected using 
the same art and rationale set forth above. 

Claim 31 recites equivalent limitations to claim 13 and is therefore rejected using 
the same art and rationale set forth above. 
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Claim 32 recites equivalent limitations to claim 15 and is therefore rejected using 
the same art and rationale set forth above. 

As per claim 33, 442 teaches the sensing device includes a marking nib (See 
Figure 9, #119). 

Claims 34 & 35 recite equivalent limitations to claim 18 and are therefore 
rejected using the same art and rationale set forth above. 

Claims 36 & 37 recite equivalent limitations to claims 19 & 20, respectively, and 
are therefore rejected using the same art and rationale set forth above. 

Claim 38 recites equivalent limitations to claim 23 and is therefore rejected using 
the same art and rationale set forth above. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1 & 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wolff et al. (U.S. 6,081,261). 
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As per claim 1, Wolff et al. teaches a method of enabling an auction buyer to 
submit a bid, the method including the steps of: 

providing the auction buyer with a form including coded data indicative of an 
identity of the form; 

receiving, in a computer system, data from a sensing device regarding an identity 
of the auction buyer and regarding the identity of the form, the sensing device 
containing the data regarding the identity of the auction buyer and sensing the data 
regarding the identity of the form using at least some of the coded data; and 

identifying, in the computer system and from the data regarding the identity of the 
auction buyer and the identity of the form, a bid transaction (See col. 1 , line 30 through 
col. 4, line 38). 

As disclosed above, the pre-printed coded form or CB page in Wolff et al. 
represents the printed form as claimed in the applicant's invention. Wolff et al. does not 
expressly teach that the encoded data in the form contains information relating to bid 
transactions. However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The providing, receiving 
and identifying steps would be performed the same regardless of the data contained in 
the pre-printed forms, that is if data is related to a calendar book, bid transaction, or any 
other data. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F.2d 1 381 , 1 385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to include pre-printed forms that contain any type of 
data and provide it to a variety of users depending upon their intended uses, such as, a 
pre-printed form for maintaining appointments information, filling out any prescribed 
form, editing a form, or for other uses such as using a pre printed form for bid 
transaction for an auction buyer, because such data does not functionary relate to the 
steps in the method claimed and because the subjective interpretation of the data does 
not patentably distinguish the claimed invention. 

Claim 24 recites equivalent limitations to claim 1 and is therefore rejected using 
the same art and rationale set forth above. 

13. Claims 2, 3, 6-16, 20-26, 33, & 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wolff et al. (U.S. 6,081,261), and further in view of Patterson Jr. et al. 
(U.S. 5,797,002). 

As per claim 2, Wolff et al. does not disclose the coded data is also indicative of 
at least one parameter of the bid transaction, and the method includes receiving, in the 
computer system, indicating data from the sensing device regarding said at least one 
parameter of the bid transaction, the sensing device sensing the indicating data using at 
least some of the coded data. 

Patterson Jr. et al. discloses a system for processing trades and the like (See 
abstract). 

Both Wolff et al. and Patterson, Jr. et al. disclose transferring orders, quotes, and 
memos using a pen-type input device. Patterson et al. discloses electronic forms that 
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contain information relating to a bid transaction being provided to a user whereby the 
coded data includes at least one parameter relating to the bid transaction (See col. 1 3 
line 20 - col. 15 line 55). Therefore, it would have been obvious to one of an ordinary 
skill in the art at the time the invention was made to modify Wolff et al. to included 
forms containing coded data concerning a bid transaction whereby a pen-type input 
device senses the coded data as taught by Patterson Jr. et al. in order to allow auction 
buyers to benefit from being able to use a printed form that electronically stores content 
and quickly retrieves content as needed. 

As per claim 3, Wolff et al. teaches receiving, in the computer system, data from 
the sensing device regarding movement of the sensing device relative to the form, the 
sensing device generating data regarding its own movement relative to the form (See 
col. 1 , line 30 through col. 4, line 38). 

As per claim 6, Wolff et al. does not disclose the parameter is an option 
parameter of the bid transaction, the method including identifying, in the computer 
system, that the auction buyer has entered a hand-drawn mark by means of the sensing 
device and effecting, in the computer system, an operation associated with the option 
parameter. 

Patterson Jr. et al. discloses allowing an user to enter quotes concerning a 
respective bid (See Figures 4, 8, & 11, and col. 12, line 20 through col. 15, line 55). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wolff et al. to include allowing a pen-type input device 
senses the entered quotes as taught by Patterson Jr. et al. in order to allow auction 
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buyers to benefit from being able to modify an electronic printed form quickly and 
efficiently. 

As per claim 7, Wolff et al. does not disclose the option parameter is associated 
with at least one of: 

requesting the subcategories contained in an auction category, requesting the 
auction listings contained in an auction subcategory, searching auction listings, 
requesting the details of an auction item listing, sending e-mail to the seller of an item, 
requesting a bid history related to an item, requesting a list of leading bidders related to 
an item, placing a bid, a search results limit, and a search category specification. 

Patterson Jr. et al. discloses placing an order or bid (See Figures 4, 8, & 1 1 , and 
col. 13, lines 20-32). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Wolff et al. to include allowing a 
pen-type input device to sense an order or bid as taught by Patterson Jr. et al. in order 
to provide a quick and efficient means for submitting a bid within an auction. 

As per claim 8, Wolff et al. does not disclose the parameter is a text parameter 
of the bid transaction, the method including identifying, in the computer system, that the 
auction buyer has entered handwritten text data by means of the sensing device and 
effecting, in the computer system, an operation associated with the text parameter. 

Patterson Jr. et al. discloses allowing an user to enter handwritten data 
concerning a respective bid (See Figures 4, 8, & 11, and col. 12, line 20 through col. 15, 
line 55). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Wolff et al. to include allowing a pen-type input 
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devices to enter quotes as taught by Patterson Jr. et al. in order to allow auction buyers 
to benefit from being able to modify an electronic printed form quickly and efficiently. 

As per claim 9, Wolff et al. does not disclose converting, in the computer 
system, the handwritten text data to computer text. 

Patterson Jr. et al. discloses allowing an user to enter handwritten data that can 
be converted to computer text (See Figures 4, 8, & 1 1 , and col. 1 2, line 20 through col. 
15, line 55). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Wolff et al. to include converting quotes to 
computer text as taught by Patterson Jr. et al. in order to allow auction buyers to benefit 
from being able to modify a electronic printed form quickly and efficiently. 

As per claim 10, Wolff et al. does not disclose the text parameter is associated 
with at least one of: 

a name of the auction buyer, auction item search text, and a bid amount (See 
claim 8). 

Patterson Jr. et al. discloses placing an order or bid, including the name of the 
prospective buyer (See Figures 4, 8, & 11, and col. 12, line 20 through col. 15, line 55). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wolff et al. to include placing an order or bid, including 
the prospective buyer, as taught by Patterson Jr. et al. in order to provide a quick and 
efficient means for submitting a bid within an auction. 

As per claim 11, Wolff et al. does not disclose the parameter is an authorization 
parameter of the bid transaction, the method including identifying, in the computer 



Application/Control Number: 10/685,584 Page 18 

Art Unit: 3691 

system, that the auction buyer has entered a handwritten signature by means of the 
sensing device and effecting, in the computer system, an operation associated with the 
authorization parameter. 

Patterson Jr. et al. discloses allowing a user to enter handwritten data (See 
Figures 4, 8, & 11, and col. 12, line 20 through col. 15, line 55). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Wolff et al. to include allowing a pen-type input device to sense a handwritten 
signature as taught by Patterson Jr. et al. in order to allow auction buyers to benefit 
from being able to modify a electronic printed form quickly and efficiently. 

As per claim 12, Wolff et al. does not disclose verifying, in the computer system, 
that the signature is that of the auction buyer. 

Patterson Jr. et al. discloses allowing an user to enter handwritten data whereby 
the data is verified (See Figures 4, 8, & 1 1, and col. 12, line 20 through col. 15, line 55; 
and, furthermore, it is inherent that signatures be verified in the context of certifying 
respective trades). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Wolff et al. to include verifying a 
handwritten signature as taught by Patterson Jr. et al. in order to provide prospective 
auction buyers with enhanced security measures, such as signature verification. 

As per claim 13, Wolff et al. does not disclose the authorization parameter is 
associated with authorization of at least one of: 

placing a bid, and payment for a successful bid. 
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Patterson Jr. et al. discloses placing an order or bid (See Figures 4, 8, & 1 1 , and 
col. 13, lines 20-32). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Wolff et al. to include allowing a 
pen-type input device to sense an authorized order or bid as taught by Patterson Jr. et 
al. in order to provide a quick and efficient means for submitting a bid within an auction. 

As per claim 14, Wolff et al. teaches the parameter is a picture parameter of the 
bid transaction, the method including identifying, in the computer system, that the 
auction buyer has entered a hand-drawn picture by means of the sensing device and 
effecting, in the computer system, an operation associated with the picture parameter 
(See col. 3, lines 15-20). 

As per claim 15, Wolff et al. teaches the picture parameter is associated with a 
picture of a listed item (See col. 3, lines 15-20). 

As per claim 16, Wolff et al. teaches the form contains information relating to at 
least one of: 

terms of an item auction, a description of an item being listed for auction, 
categories in which an item can be listed, subcategories in which an item can be listed, 
a number of items in a subcategory, a title of an item listing, and an identification 
number of a listed item (See col. 3, lines 15-20). 

As per claim 20, Wolff et al. does not disclose retaining a retrievable record of 
each form generated, the form being retrievable using its identity as contained in its 
coded data. 
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Patterson Jr. et al. disclose retrieving records according to identifiers (See col. 8, 
line 32 through col. 9, line 2). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Wolff et al. to include 
retrieving records based on coded identifiers as taught by Patterson Jr. et al. in order to 
allow an auction buyer access to paper documentation of requested bids. 

As per claim 21 , Wolff et al. does not disclose distributing a plurality of the forms 
using a mixture of multicast and pointcast communications protocols. 

Patterson Jr. et al. discloses distributing forms using communications protocols 
(See col. 19, lines 11-27 and col. 23, lines 44-47). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Wolff et al. to include distributing forms according to a variety of communications 
protocols as taught by Patterson Jr. et al. in order to provide a means of distributing 
necessary auction paperwork and documentation via network communications. 

As per claim 22, Wolff et al. does not disclose providing all required information 
relating to the bid transaction in the form to eliminate the need for a separate display 
device. 

Patterson Jr. et al. discloses providing all required information relating to an bid 
on a respective form (See Figures 4, 8, & 11, and col. 13, lines 20-32). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Wolff et al. to include providing an auction form with all required 
information related to making a bid as taught by Patterson Jr. et al. in order to provide a 
quick and efficient means for submitting a bid via a form displayed on a single monitor. 
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As per claim 23, Wolff et al. does not disclose the form is printed on multiple 
pages and in which the method includes binding the pages. 

Patterson Jr. et al. discloses providing all required information relating to an bid 
on a respective form (See Figures 4, 8, & 11, and col. 13, line 20 through col. 16, line 
55). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Wolff et al. to include printing the form and binding 
the pages as taught by Patterson Jr. et al. in order to provide a quick and efficient 
means to document and compact an auction bid submitted by a prospective buyer. 

Claims 25-26 recite equivalent limitations to claims 2-3, respectively, and are 
therefore rejected using the same art and rationale set forth above. 

As per claim 33, Wolff et al. teaches the sensing device includes a marking nib 
(See col. 7, lines 6-14). 

Claim 37 recites equivalent limitations to claim 20 and is therefore rejected using 
the same art and rationale set forth above. 

14. Claims 4, 5, 27-32 rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Wolff et al. (U.S. 6,081 ,261 ), in view of Patterson Jr. et al. (U.S. 5,797,002), and further 
in view of Dymetman et al. (U.S. 6,330,976). 

As per claim 4, the Wolff et al. and Patterson Jr. et al. combination does not 
disclose the parameter is an action parameter of the bid transaction, the method 
including effecting, in the computer system, an operation in respect of the action 
parameter. 



Application/Control Number: 10/685,584 Page 22 

Art Unit: 3691 

Dymetman et al. discloses a marking medium area with encoded identifier for 
producing action through a network (See abstract). 

Wolf et al., Patterson Jr. et al., and Dymetman et al. provide a means for 
obtaining automatic action in a network (i.e. access to information). Dymetman et al. 
discloses an action parameter within the context of tracking a transaction in a network 
(See col. 4, lines 16-23). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the Wolff et al. and Patterson Jr. 
et al. combination to include an action parameter in an auction bid as taught by 
Dymetman et al. in order to provide and process the necessary forms containing 
information relating to a respective auction bid. 

As per claim 5, Wolff et al. does not disclose the action parameter of the bid 
transaction is selected from the group comprising: 

requesting the subcategories contained in an auction category, requesting the 
auction listings contained in an auction subcategory, searching auction listings, 
requesting the details of an auction item listing, sending e-mail to the seller of an item, 
requesting a bid history related to an item, requesting a list of leading bidders related to 
an item, and placing a bid. 

Patterson Jr. et al. discloses placing an order or bid (See col. 13, lines 20-32). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wolff et al. to include allowing a pen-type input device to 
sense an order or bid as taught by Patterson Jr. et al. in order to provide a quick and 
efficient means for submitting a bid within an auction. 
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Claims 27-29 recite equivalent limitations to claims 4-6, respectively, and are 
therefore rejected using the same art and rationale set forth above. 

Claim 30 recites equivalent limitations to claim 10 and is therefore rejected using 
the same art and rationale set forth above. 

Claim 31 recites equivalent limitations to claim 13 and is therefore rejected using 
the same art and rationale set forth above. 

Claim 32 recites equivalent limitations to claim 15 and is therefore rejected using 
the same art and rationale set forth above. 

15. Claims 17-19, 34-36, & 38 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wolff et al. (U.S. 6,081 ,261 ), in view of Patterson Jr. et al. (U.S. 
5,797,002), and further in view of Official Notice. 

As per claim 17, the Wolff et al. and Patterson Jr. et al. combination does not 
disclose printing the form on demand. 

The Examiner takes Official Notice that it is old and well known in the art to print 
forms on demand. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the Wolff et al. and Patterson Jr. et al. 
combination to include printing forms on demand in order to allow a banking customer 
access to paper records. 

As per claim 18, the Wolff et al. and Patterson Jr. et al. combination does not 
disclose printing the form on a surface of a surface-defining means and, at the same 
time that the form is printed, printing the coded data on the surface. 
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The Examiner takes Official Notice that it is old and well known in the art to print 
forms on demand and print coded data. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the Wolff et al. 
and Patterson Jr. et al. combination to include printing forms on demand, including 
printing coded data, in order to allow an auction buyer access to paper records and 
enhance security measures by coding relevant bidding data. 

As per claim 19, the Wolff et al. and Patterson Jr. et al. combination does not 
disclose printing the coded data to be substantially invisible in the visible spectrum. 

The Examiner takes Official Notice that it is old and well known in the art to print 
coded data to be substantially invisible. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the Wolff et al. 
and Patterson Jr. et al. combination to include printing substantially invisible coded data 
in order to enhance security measures by masking relevant bidding data. 

Claims 34 & 35 recite equivalent limitations to claim 18 and are therefore 
rejected using the same art and rationale set forth above. 

Claim 36 recites equivalent limitations to claim 19 and is therefore rejected using 
the same art and rationale set forth above. 

Claim 38 recites equivalent limitations to claim 23 and is therefore rejected using 
the same art and rationale set forth above. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Lapstun et al. (U.S. 7,233,924) discloses a method and system for submitting 

bids. 

Lapstun et al. (U.S. 7,162,442) discloses a method and system for submitting 
bids using coded forms. 

Kasabach et al. (U.S. 6,456,749) discloses a handheld apparatus for recognition 
of writing, for remote communications, and for user defined input templates. 

Bennett et al. (U.S. 5,051 ,736) discloses an optical stylus and passive digitizing 
tablet data input system. 

Schena et al. (U.S. 2001/0003177) discloses a printed medium activated 
interface communication. 

Ur (U.S. 6,072,871 ) discloses a method and system for identifying the source of 
documents generated by software and documents generated thereby. 

Mossberg (U.S. 5,803,500) discloses a method and kit for conducting an auction. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL R. ZECHER whose telephone number is 
(571)270-3032. The examiner can normally be reached on M-F 7:30-5:00 alt. Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on 571-272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alexander Kalinowski/ 
Supervisory Patent Examiner, Art 
Unit 3691 

/Michael R. Zecher/ 
Examiner, Art Unit 3691 



